H-407  RIGHTS IN MASK WORKS (SBIR CONTRACTS) (AUG 2001)

(a) Definitions.

As defined in 17 U.S.C. §901--

“Semiconductor chip product” is the final or intermediate form of any product--

(A) having two or more layers of metallic, insulating, or semiconductor material, deposited or otherwise placed on, or etched away or otherwise removed from, a piece of semiconductor material in accordance with a predetermined pattern; and

(B) intended to perform electronic circuit functions.

“Mask work” is a series of related images, however fixed or encoded--

(A) having, or representing the predetermined, three-dimensional pattern of metallic, insulating, or semiconductor material present or removed from the layers of a semiconductor chip product; and

(B) in which series the relation of the images to one another is that each image has the pattern of the surface of one form of the semiconductor chip product.

(b) The contractor grants to the Government, a non-exclusive, irrevocable, royalty free, worldwide license under any mask work generated in the performance of work under this contract:

(1) to use, modify, reproduce, release, perform, display or disclose the mask work by optical, electronic, or any other means;

(2) to import or distribute a semiconductor chip product in which the mask work is embodied; and

(3) to induce or knowingly to cause another person, contractor or subcontractor to do any of the acts described in paragraphs (b)(1) or (b)(2), for any United States Government purpose during the period commencing with the contract award and ending upon the date five years after completion of the project from which the mask work was generated, and for any purposes thereafter.

(c) The contractor shall include this clause, suitably modified to replace “contractor” with “subcontractor” in all subcontracts, regardless of tier, in which a mask work is likely to be created in the performance of the work under the subcontract.  The contractor shall not, as part of the consideration for awarding the subcontract, obtain rights in the subcontractor’s mask works.

(End of clause)

PRESCRIPTION: Use in SBIR Phase II contracts when (1) mask works may be created under the contract, and (2) rights in mask works are required to satisfy the life-cycle objectives of the program.

NOTE: 17 USC 905 gives the owner of a mask work the exclusive right to “reproduce” the mask work.  In addition to granting a license to “reproduce,” paragraph (b) (1) of the above clause also grants the Government the rights to use, modify, release, perform, display and disclose the work to make certain that the Government’s mask work rights are consistent with its “SBIR data rights” of DFARS 252.227-7018(a)(18) in “technical data”.
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